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DETAILED ACTION 

Priority 

1. Applicant's claim for domestic priority to U.S. provisional application serial Nos. 

60/270,952 and 60/270,816 are acknowledged. 

Information Disclosure Statement 

2. No IDS appears to have been filed with the application prior to this office action. 

Drawings 

3. The informal drawings received February 25, 2002 are acceptable for 

examination purposes. If the application matures into a patent, formal drawings will be 

required. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1, 2, 8, 13, 14 and 20-22 are rejected under 35 U.S.C. 102(b) as being 

anticipated by JP 62-069463-A (JP '463). 
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JP '463 discloses an electrode comprising zinc fibers in the electrode (abstract 

as applied to claim 1). 

The material is zinc (abstract as applied to claim 2). 

The fibers are inherently either rectangular, square, triangular, "other polygonal", 

circular, elliptical, and combinations of such (as applied to claim 8). 

The battery comprises first and second electrodes with an electrolyte in ionic 

contact between the electrodes. The zinc fibers incorporated into one of the electrodes 

(abstract as applied to claims 13 and 14). 

The fibers are mixed with grains of the same material (abstract as applied to 

claim 20). 

The material being zinc (abstract as applied to claim 21). 

The battery is a zinc-air cell comprising first and second electrodes with an 

electrolyte in ionic contact between the electrodes. The zinc fibers incorporated into 

one of the electrodes (abstract as applied to claims 22). 

6.      Claims 1,2, 4-8, 13-14 and 20 are rejected under 35 U.S.C. 102(b) as being 

anticipated by JP 58-019866-A (JP '866). 

JP '866 discloses an electrode comprising iron fibers coated with nickel (abstract 

as applied to claim 1). 

The conductive material includes the iron fibers (abstract as applied to claim 2). 

The diameter of the fibers is 4-100 micrometers (abstract as applied to claims 4- 

7). 
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The fibers are inherently either rectangular, square, triangular, "other polygonal", 

circular, elliptical, and combinations of such (as applied to claim 8). 

The electrode is used in a battery, the battery inherently comprises first and 

second electrodes with an electrolyte in ionic contact between the electrodes. The 

nickel-coated iron fibers incorporated into one of the electrodes (abstract as applied to 

claims 13 and 14). 

Additional cadmium active material is provided to the sintered nickel-coated iron 

body. The cadmium is introduced in a solution and the solvent is heated thereby 

leaving granules of the active material on and in the iron body (abstract as applied t 

claim 20). 

7.      Claims 1, 8 and 13-15 are rejected under 35 U.S.C. 102(b) as being anticipated 

by U.S. patent No. 4,215,190 (Ferrando). 

Ferrando discloses an electrode comprising graphite fibers coated with nickel 

(abstract as applied to claim 1), 

The fibers are inherently either rectangular, square, triangular, "other polygonal", 

circular, elliptical, and combinations of such (as applied to claim 8). 

The battery comprises first and second electrodes with an electrolyte in ionic 

contact between the electrodes. The zinc fibers incorporated into one of the electrodes 

(Fig. 1 as applied to claims 13 and 14). 

The fibers are graphite fibers which are coated with nickel metal (abstract as 

applied to claim 15). 
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8. Claims 1-3 and 8-14 are rejected under 35 U.S.C. 102(b) as being anticipated by 

U.S. patent No. 3,853,625 (Louzos). 

Louzos discloses an electrode comprising zinc fibers (abstract as applied to 

claim 1). 

The metal includes zinc (abstract as applied to claim 2). 

The zinc can further be alloyed with mercury (col. 16, II. 48-50 as applied to claim 

3). 

The fibers are either rectangular, square, triangular, "other polygonal", circular, 

elliptical, and combinations of such (col. 2, II. 10-29 as applied to claim 8). 

The length of the fibers range from about 1/8 to up to 4 inches, which is about 

3.175 mm to about 101 mm (col. 2, II. 60-64 as applied to claims 9-12). 

The battery comprises first and second electrodes with an electrolyte in ionic 

contact between the electrodes. The zinc fibers incorporated into one of the electrodes 

(Fig. 1 as applied to claims 13 and 14). 

9. Claims 1, 2, 8, 13, 14, 16 and 20-22 are rejected under 35 U.S.C. 102(b) as 

being anticipated by U.S. patent No. 3,672,998 (Darland). 

Darland discloses an electrode comprising zinc fibers in the electrode (abstract 

as applied to claim 1). 

The material is zinc (abstract as applied to claim 2). 

The fibers are inherently either rectangular, square, triangular, "other polygonal", 

circular, elliptical, and combinations of such (as applied to claim 8). 
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The battery comprises first and second electrodes with an electrolyte in ionic 

contact between the electrodes. The zinc fibers incorporated into one of the electrodes 

(abstract and Fig. 2 as applied to claims 13 and 14). 

The electrode is formed by mechanical method (col. 3, II. 40-43 as applied to 

claim 16). 

The fibers are mixed with grains of the same material (abstract as applied to 

claim 20). 

The material being zinc (abstract as applied to claim 21). 

The battery is a zinc-air cell comprising first and second electrodes with an 

electrolyte in ionic contact between the electrodes. The zinc fibers incorporated into 

one of the electrodes (abstract as applied to claims 22). 

10.    Claims 1, 4, 5, 8-14 and 20-22 are rejected under 35 U.S.C. 102(b) as being 

anticipated by U.S. patent No. 4,263,383 (Coulombeau). 

Coulombeau discloses an electrode comprising conductive fibers in the electrode 

(abstract and col. 2, line 15 as applied to claim 1). 

The fibers have a diameter from 5-20 micrometers (col. 2, II. 41-46 as applied to 

claims 4 and 5). 

The fibers are inherently either rectangular, square, triangular, "other polygonal", 

circular, elliptical, and combinations of such (as applied to claim 8). 

The fibers have a length of 1.5 to 5 mm (col. 2, II. 41-45 as applied to claims 9- 

12). 
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The battery comprises first and second electrodes with an electrolyte in ionic 

contact between the electrodes. The fibers incorporated into one of the electrodes (Fig. 

3 and col. 3, II. 45-53 as applied to claims 13 and 14). 

The fibers are mixed with grains of a zinc material (Fig. 2 and col. 3, II. 18-38 as 

applied to claim 20). 

The material comprises zinc (col. 3, II. 18-38 as applied to claim 21). 

The battery is a zinc-air cell comprising first and second electrodes with an 

electrolyte in ionic contact between the electrodes. The zinc fibers incorporated into 

one of the electrodes (abstract, Fig. 2, col. 3, II. 18-38, and col. 7, II. 1-4 as applied to 

claims 22). 

11.    Claims 1, 4-6, 8-14 and 20 are rejected under 35 U.S.C. 102(b) as being 

anticipated by U.S. patent No. 6,010,606 (Denton). 

Denton discloses an electrode comprising conductive fibers in the electrode 

(abstract and col. 3, II. 51-56 as applied to claim 1). 

The fibers have a diameter from 0.2-50 micrometers (col. 3, II. 51-56 as applied 

to claims 4-6). 

The fibers are inherently either rectangular, square, triangular, "other polygonal", 

circular, elliptical, and combinations of such (as applied to claim 8). 

The fibers have a length of 0.5-300, preferably 0.5-150mm (col. 2, II. 51-56 as 

applied to claims 9-12). 
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The electrode is used in a fuel cell battery, the battery comprising first and 

second electrodes with an electrolyte in ionic contact between the electrodes. The 

fibers incorporated into one of the electrodes (as applied to claims 13 and 14). 

The fibers are mixed with grains of a catalyst material (example 1 as applied to 

claim 20). 

12.    Claims 1, 2, 4, 5, 8-14 and 8-14 are rejected under 35 U.S.C. 102(b) as being 

anticipated by U.S. patent No. 3,702,019 (Pollack). 

Pollack discloses an electrode comprising conductive metal fibers in the 

electrode (abstract as applied to claim 1). 

The fibers iare iron fibers (col. 2, II. 63-66 as applied to claim 2). 

The fibers have a diameter from 0.0005-0.005 inches, which is 12.7-127 

micrometers (col. 1, II. 35-40 as applied to claims 4 and 5). 

The fibers are inherently either rectangular, square, triangular, "other polygonal", 

circular, elliptical, and combinations of such (as applied to claim 8). 

The fibers have a length of 1/8 to 1.5 inches, which is equal to about 3.175-38 

mm (col. 1, II. 35-40 as applied to claims 9-12). 

The electrode can be used in a battery, a battery inherently comprises first and 

second electrodes with an electrolyte in ionic contact between the electrodes. The 

fibers are then incorporated into one of the electrodes (col. 5, II. 19-29 as applied to 

claims 13 and 14). 

Claim Rejections - 35 USC § 102/103 
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13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. Claims 16 and 17 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 

alternative, under 35 U.S.C. 103(a) as obvious over JP '463. 

Claims 16 and 17 are drawn to product-by-process claims. 

The teachings of claim 1, with respect to JP '463, have been discussed above 

and are incorporated herein. The end product of JP '463 being held to be the same as 

that of the instant claims, regardless of the method of forming the product. 

"[E]ven though product-by-process claims are limited by and defined by the 

process, determination of patentability is based on the product itself. The patentability of 

a product does not depend on its method of production. If the product in the product-by- 

process claim is the same as or obvious from a product of the prior art, the claim is 

unpatentable even though the prior product was made by a different process." In re 

Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) (citations omitted). 

"The Patent Office bears a lesser burden of proof in making out a case of 

prima facie obviousness for product-by-process claims because of their peculiar nature" 

than when a product is claimed in the conventional fashion. In re Fessmann, 489 F.2d 

742, 744, 180 USPQ 324, 326 (CCPA 1974). Once the Examiner provides a rationale 

tending to show that the claimed product appears to be the same or similar to that of the 

prior art, although produced by a different process, the burden shifts to applicant to 
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come forward with evidence establishing an unobvious difference between the claimed 

product and the prior art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 

(Fed. Cir. 1983). Ex parte Gray, 10 USPQ2d 1922 (Bd. Pat. App. & Inter. 1989). See 

MPEP section 2113. 

15. Claims 16 and 17 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 

alternative, under 35 U.S.C. 103(a) as obvious over Coulombeau. 

Claims 16 and 17 are drawn to product-by-process claims. 

The teachings of claim 1, with respect to Coulombeau, have been discussed 

above and are incorporated herein. 

The end product of Coulombeau being held to be the same as that of the instant 

claims, regardless of the method of forming the product. 

"[E]ven though product-by-process claims are limited by and defined by the 

process, determination of patentability is based on the product itself. The patentability of 

a product does not depend on its method of production. If the product in the product-by- 

process claim is the same as or obvious from a product of the prior art, the claim is 

unpatentable even though the prior product was made by a different process." In re 

Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) (citations omitted). 

"The Patent Office bears a lesser burden of proof in making out a case of 

prima facie obviousness for product-by-process claims because of their peculiar nature" 

than when a product is claimed in the conventional fashion. In re Fessmann, 489 F.2d 

742, 744, 180 USPQ 324, 326 (CCPA 1974). Once the Examiner provides a rationale 

tending to show that the claimed product appears to be the same or similar to that of the 



Application/Control Number: 10/083,717 Page 11 

Art Unit: 1745 

prior art, although produced by a different process, the burden shifts to applicant to 

come forward with evidence establishing an unobvious difference between the claimed 

product and the prior art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 

(Fed. Cir. 1983). Ex parte Gray, 10 USPQ2d 1922 (Bd. Pat. App. & Inter. 1989). See 

MPEP section 2113. 

16.    Claims 16-18 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 

alternative, under 35 U.S.C. 103(a) as obvious over Pollack. 

Claims 16-18 are drawn to product-by-process claims. Claim 18 provides 

structure to the claim along with process limitations. For example claim 18 to forming a 

fiber mat. 

The teachings of claim 1, with respect to Pollack, have been discussed above 

and are incorporated herein. 

Pollack further forms a fiber mat or plaque (col. 2, II. 29-32 and Figs. 1 and 4 as 

applied to claim 18). The end product of Pollack being held to be the same as that of 

the instant claims, regardless of the method of forming the product. 

"[E]ven though product-by-process claims are limited by and defined by the 

process, determination of patentability is based on the product itself. The patentability of 

a product does not depend on its method of production. If the product in the product-by- 

process claim is the same as or obvious from a product of the prior art, the claim is 

unpatentable even though the prior product was made by a different process." In re 

Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) (citations omitted). 

"The Patent Office bears a lesser burden of proof in making out a case of 
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prima facie obviousness for product-by-process claims because of their peculiar nature" 

than when a product is claimed in the conventional fashion. In re Fessmann, 489 F.2d 

742, 744, 180 USPQ 324, 326 (CCPA 1974). Once the Examiner provides a rationale 

tending to show that the claimed product appears to be the same or similar to that of the 

prior art, although produced by a different process, the burden shifts to applicant to 

come forward with evidence establishing an unobvious difference between the claimed 

product and the prior art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 

(Fed. Cir. 1983). Ex parte Gray, 10 USPQ2d 1922 (Bd. Pat. App. & Inter. 1989). See 

MPEP section 2113. 

17.    Claims 16-18 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 

alternative, under 35 U.S.C. 103(a) as obvious over JP '866. 

Claims 16-18 are drawn to product-by-process claims. Claim 18 provides 

structure to the claim along with process limitations. For example claim 18 to forming a 

fiber mat. 

The teachings of claim 1, with respect to JP '866, have been discussed above 

and are incorporated herein. 

JP '866 further forms a fiber body, i.e. a mat (abstract as applied to claim 18). 

The end product of JP '866 being held to be the same as that of the instant claims, 

regardless of the method of forming the product. 

"[E]ven though product-by-process claims are limited by and defined by the 

process, determination of patentability is based on the product itself. The patentability of 

a product does not depend on its method of production. If the product in the product-by- 
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process claim is the same as or obvious from a product of the prior art, the claim is 

unpatentable even though the prior product was made by a different process." In re 

Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) (citations omitted). 

'The Patent Office bears a lesser burden of proof in making out a case of 

prima facie obviousness for product-by-process claims because of their peculiar nature" 

than when a product is claimed in the conventional fashion. In re Fessmann, 489 F.2d 

742, 744, 180 USPQ 324, 326 (CCPA 1974). Once the Examiner provides a rationale 

tending to show that the claimed product appears to be the same or similar to that of the 

prior art, although produced by a different process, the burden shifts to applicant to 

come forward with evidence establishing an unobvious difference between the claimed 

product and the prior art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 

(Fed. Cir. 1983). Ex parte Gray, 10 USPQ2d 1922 (Bd. Pat. App. & Inter. 1989). See 

MPEP section 2113. 

18.    Claims 16-18 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 

alternative, under 35 U.S.C. 103(a) as obvious over Denton. 

Claims 16-18 are drawn to product-by-process claims. Claim 18 provides 

structure to the claim along with process limitations. For example claim 18 to forming a 

fiber mat. 

The teachings of claim 1, with respect to Denton, have been discussed above 

and are incorporated herein. 
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Denton further forms a fiber mat or as the gas diffusion electrode (as applied to 

claim 18). The end product of Denton being held to be the same as that of the instant 

claims, regardless of the method of forming the product. 

"[E]ven though product-by-process claims are limited by and defined by the 

process, determination of patentability is based on the product itself. The patentability of 

a product does not depend on its method of production. If the product in the product-by- 

process claim is the same as or obvious from a product of the prior art, the claim is 

unpatentable even though the prior product was made by a different process." In re 

Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) (citations omitted). 

"The Patent Office bears a lesser burden of proof in making out a case of 

prima facie obviousness for product-by-process claims because of their peculiar nature" 

than when a product is claimed in the conventional fashion. In re Fessmann, 489 F.2d 

742, 744, 180 USPQ 324, 326 (CCPA 1974). Once the Examiner provides a rationale 

tending to show that the claimed product appears to be the same or similar to that of the 

prior art, although produced by a different process, the burden shifts to applicant to 

come forward with evidence establishing an unobvious difference between the claimed 

product and the prior art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 

(Fed. Cir. 1983). Ex parte Gray, 10 USPQ2d 1922 (Bd. Pat. App..& Inter. 1989). See 

MPEP section 2113. 

19.    Claims 16-19 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 

alternative, under 35 U.S.C. 103(a) as obvious over Darland. 
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Claims 16-19 are drawn to product-by-process claims. Claim 18 provides 

structure to the claim along with process limitations. For example claim 18 to forming a 

fiber mat and claim 19 to laminating the mat to a substrate. 

The teachings of claim 1, with respect to Darland, have been discussed above 

and are incorporated herein. 

Darland further forms a fiber mat and attaches the mat to a carrier (col. 3, II. 40- 

52 as applied to claims 18 and 19). The end product of Darland being held to be the 

same as that of the instant claims, regardless of the method of forming the product. 

"(E]ven though product-by-process claims are limited by and defined by the 

process, determination of patentability is based on the product itself. The patentability of 

a product does not depend on its method of production. If the product in the product-by- 

process claim is the same as or obvious from a product of the prior art, the claim is 

unpatentable even though the prior product was made by a different process." In re 

Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) (citations omitted). 

"The Patent Office bears a lesser burden of proof in making out a case of 

prima facie obviousness for product-by-process claims because of their peculiar nature" 

than when a product is claimed in the conventional fashion. In re Fessmann, 489 F.2d 

742, 744, 180 USPQ 324, 326 (CCPA 1974). Once the Examiner provides a rationale 

tending to show that the claimed product appears to be the same or similar to that of the 

prior art, although produced by a different process, the burden shifts to applicant to 

come forward with evidence establishing an unobvious difference between the claimed 

product and the prior art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 
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(Fed. Cir. 1983). Ex parte Gray, 10 USPQ2d 1922 (Bd. Pat. App. & Inter. 1989). See 

MPEP section 2113. 

20.    Claims 16-19 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 

alternative, under 35 U.S.C. 103(a) as obvious over Louzos. 

Claims 16-19 are drawn to product-by-process claims. Claim 18 provides 

structure to the claim along with process limitations. For example claim 18 to forming a 

fiber mat and claim 19 to laminating the mat to a substrate. 

The teachings of claim 1, with respect to Louzos, have been discussed above 

and are incorporated herein. 

Louzos further forms a fiber mat (Fig. 1) and attaches the mat to a carrier 16. 

The end product of Louzos being held to be the same as that of the instant claims, 

regardless of the method of forming the product. 

"[E]ven though product-by-process claims are limited by and defined by the 

process, determination of patentability is based on the product itself. The patentability of 

a product does not depend on its method of production. If the product in the product-by- 

process claim is the same as or obvious from a product of the prior art, the claim is 

unpatentable even though the prior product was made by a different process." In re 

Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) (citations omitted). 

"The Patent Office bears a lesser burden of proof in making out a case of 

prima facie obviousness for product-by-process claims because of their peculiar nature" 

than when a product is claimed in the conventional fashion. In re Fessmann, 489 F.2d 

742, 744, 180 USPQ 324, 326 (CCPA 1974). Once the Examiner provides a rationale 
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tending to show that the claimed product appears to be the same or similar to that of the 

prior art, although produced by a different process, the burden shifts to applicant to 

come forward with evidence establishing an unobvious difference between the claimed 

product and the prior art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 

(Fed. Cir. 1983). Ex parte Gray, 10 USPQ2d 1922 (Bd. Pat. App. & Inter. 1989). See 

MPEP section 2113. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Gregg Cantelmo whose telephone number is (571)272- 

1283. The examiner can normally be reached on Monday to Thursday from 9 a.m. to 6 

p.m. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Pat Ryan, can be reached on (571) 272-1292. The fax phone number for 

the organization where this application or proceeding is assigned is 703-872-9306. 

FAXES received after 4 p.m. will not be processed until the following business day. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published 

applications may be obtained from either Private PAIR or Public PAIR. Status 

information for unpublished applications is available through Private PAIR only. For 

more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 

have questions on access to the Private PAIR system, contact the Electronic Business 

Center (EBC) at 866-217-9197 (toll-free). 
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